Remarks 

Claims 1 to 1 1 were pending and before the Examiner. By this Amendment, applicants have 
amended claims 1 to 5, 7, 9, and 11. Applicants have also amended the specification to 
clarify and update the claim of priority. Applicants maintain that no new matter has been 
added thereby and respectfully request that the Examiner enter the amendments presented. 
Claims 1 to 1 1 are now pending and before the Examiner in this case. 

As a first matter, applicants affirm the election of Group I, claims 1 to 5, 8, and 11 with 
traverse. Applicants, however, respectfully request that the Examiner reconsider and 
withdraw the restriction requirement as to all the claims for the reasons given below. 

Group II and Group III are related to Group I as methods of using the compounds of Group I 
and pharmaceutical compositions containing the compounds of Group I, respectively. 
Therefore, Group I and Groups II/III/IV are sufficiently related such that the search for 
relevant art for Group I would be expected to uncover prior art that is relevant to Groups 
II/III/IV, since Group I and Group II/III/IV involve the same compounds. Indeed, if Group I 
is found to be patentable over the prior art, Group II/III/IV are necessarily patentable over the 
prior art. Thus, a search for relevant art and subsequent examination would not be an undue 
burden on the Examiner and the restriction should be withdrawn. M.P.E.P. § 803. It is 
therefore respectfully requested that the Examiner withdraw the restriction of Group I and 
Groups II/III/IV. In any case, the claims of Groups II/III (as the Examiner has indicated for 
Group IV) should be rejoined and allowed when the claims of Group I are found allowable 
over the prior art. 

Applicants reserve the right to prosecute in one or more divisional applications whatever 
subject matter is not examined or allowed here. 

The Examiner rejected claim 1 1 under 35 U.S.C. § 1 12, second paragraph. 

In response, applicants have amended claim 1 1 and maintain that such amendment renders 
the Examiner's rejection moot. Accordingly, applicants respectfully request that the 
Examiner reconsider and withdraw the rejection. 

The Examiner also rejected claims 1 to 5, 8, and 1 1 under 35 U.S.C. § 1 12, second paragraph. 
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In response, applicants respectfully traverse the rejection. Applicants have disclosed 
compounds where A is -CH2-CH2- (see pages 3 to 5 of the specification), thus applicants 
have specifically described compounds of that genus and complied with 35 U.S.C. § 112. 
The situation in In re Wilder, in contrast, is one where the applicants in the context of a 
reissue proceeding had admitted that, while they had specifically described the subgenus or 
species through one embodiment disclosed in the specification, thev had not explicitly 
described a genus which they attempted to argue was described more broadly though the title, 
a drawing, and the objects of the invention section. This position, which applicants said 
indicated to that the invention disclosed did not need to be limited to "synchronous scanning 
equipment" as originally claimed, was rejected by the court. It is not seen how In re Wilder 
applies to the instant claims since applicants have specifically described compounds where A 
is -CH2-CH2- on pages 3 to 5. Accordingly, applicants respectfully request that the Examiner 
reconsider and withdraw the rejection. 

The Examiner rejected claims 1, 8, and 1 1 under 35 U.S.C. § 102(b) as allegedly anticipated 
by various references. 

In response, applicants have amended claims 1, 8, and 1 1 and maintain that such amendments 
render the Examiner's rejections moot. Accordingly, applicants respectfully request that the 
Examiner reconsider and withdraw these rejections. 

The Examiner also rejected claims 1 to 5, 8, and 11 under 35 U.S.C. § 103(a) as allegedly 
unpatentable over Banholzer I or Banholzer II, as well as Banholzer III in view of Banholzer 
I or Banholzer II, and made various obviousness-type double patenting rejections over these 
references. 



In response, applicants have amended claims 1, 8, and II and maintain that such amendments 
render the Examiner's rejections moot as Banholzer I, Banholzer II, and Banholzer III are 
limited to unsubstituted phenyl compounds. Accordingly, applicants respectfully request that 
the Examiner reconsider and withdraw these rejections. 

Applicants submit that all the pending claims are allowable and respectfully solicit a Notice 
of Allowance for all of the pending claims. If the Examiner feels that a telephone interview 
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would be helpful in advancing prosecution of this application, the Examiner is invited to 
contact the attorney below. 



Certificate of Mailing Under 37 C.F.R. § 1.8(a) 

I hereby certify that this con-espondence is being 
deposited with the United States Postal Service as 
first class mail in an envelope addressed to: 
Commissioner for Patents, P.O. Box 1450, 
Alexandria VA 223 13-1450 on October 21, 2004. 



Respectfully submitted. 



Timothy X. witkowski 
Registration No. 40,232 



Dated 




TimothJ^ X. Witkowski 
Registration No. 40,232 
Attorney for Applicants 

BOEHRINGER INGELHEIM CORPORATION 

Patent Department 

900 Ridgebury Road 

P.O. Box 368 

Ridgefield, CT 06877 

Telephone: (203) 798-4310 

Facsimile: (203) 798-4408 
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